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6) IEI Claim(s) 1,2,5,7.8 and 10 is/are rejected. 

7) \Z\ Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) n The drawing(s) filed on is/are: a)\Z\ accepted or b)^ objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
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DETAILED ACTION 

Status 

1 . Claims 1 , 2, 5, 7, 8 and 1 0 are pending and presented for examination. Claims 1 
and 1 0 have been amended. Claims 3, 4, 6, 9 and 11-17 are cancelled. 

Information Disclosure Statement 

2. The information disclosure statement (IDS) submitted on 8/25/2006 is in 
compliance with the provisions of 37 CFR 1 .97. Accordingly, the information disclosure 
statement is being considered by the examiner. 

Claim Rejections - 35 USC §112 

3. The following is a quotation of the first paragraph of 35 U.S. C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

4. Claims 1, 2, 5, 7, 8 and 10 are rejected under 35 U.S.C. 112, first paragraph, as 
failing to comply with the enablement requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to enable one skilled in 
the art to which it pertains, or with which it is most nearly connected, to make and/or use 
the invention. 

The process step of predicting the properties of the slag produced during the 
refining of the silicon metalloid based on equilibrium calculations is not enabled. The 
disclosure does not contain an adequate description of how the slag properties are 
predicted. While the disclosure states that the method of predicting the slag properties 
is known in the art, no evidence has been provided that one skilled in the art at the time 
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of the invention would be able to predict the properties of the slag produced during the 
refining of the silicon based on the information provided in the disclosure of the 
invention without undue experimentation. 

5. Attention is directed to In re Wands, 8 USPQ 1400 (CAFC 1988) at 1404 where 
the court set forth the eight factors to consider when assessing if a disclosure would 
have required undue experimentation. Citing Ex parte Forman, 230 USPQ 546 (BdApIs) 
at 547 the court recited eight factors: 

1) The nature of the invention: 

The instant invention is related to a process of selecting/producing silicon for use 
in the direct process synthesis of organohalosilanes by predicting the properties of the 
slag that will be produced while refining the silicon metalloid. 

2) The relative skill in the art: 

The relative skill in the art is high. 

3) The state of the prior art: 

No evidence is found in the prior art for a method of predicting the properties of 
slag that is formed when silicon is refined based on the impurities present in the silicon 
metalloid prior to refinement. 

4) The predictability of the art: 

The art is not highly predictable, as different lots of chemical grade silicon react 
differently in the direct process. Efforts have been made in the past to predict the 
behavior of the lots based on the contaminants present in the silicon, but these efforts, 
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while affording a degree of control, have not been entirely successful as admitted in the 
disclosure. 

5) The breadth of the claims: 

The applicant's assertion that the slag properties may be predicted from the 
elemental impurity levels and process conditions is not commensurate with the scope of 
the enablement provided in the disclosure. 

6) The amount of guidance presented: 

No guidance is provided in the disclosure as to how the slag properties are 
actually predicted. The statement that the prediction of the properties is reached 
through the use of equilibrium equations and data is not sufficient to allow one skilled in 
the art to accurately predict the slag properties. The specific equations and data used 
to formulate the prediction are not disclosed. 

7) The presence or absence of working examples: 

The examples provided in the specification provide predicted slag property 
values, but fail to disclose the manner in which the predicted values are ascertained. 
With no disclosure of the actual prediction process it would not be possible for one 
skilled in the art to reproduce the predicted values. 

8) Quantization of undue experimentation: 

The lack of sufficient teaching and guidance in the disclosure as to the way in 
which the slag properties are predicted would prevent one skilled in the art from 
practicing the process of the present invention without conducting undue 
experimentation. 
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6. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

7. Claim 10 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

8. Claim 10 recites the limitation "for use in the direct process" in line 8. There is 
insufficient antecedent basis for this limitation in the claim. 

Claim Rejections - 35 USC § 101 

9. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claims 1, 2, 5, 7 and 8 are rejected under 35 U.S.C. 101 because the claimed 
invention is directed to non-statutory subject matter. The process described in the 
instant claims is drawn to the abstract idea of predicting slag properties and is not tied 
to a machine, does not require a physical transformation, and does not produce a 
useful, concrete or tangible result. The claims are drawn merely to the selection of a 
material, but do not actually provide for the use of the material. That the material is 
selected "for use in the direct process of making organohalosilanes" only speaks to the 
intended use of the material, and does not provide an actual process step using the 
material in such a manner as to effect a transformation of the material or produce a 
useful, concrete or tangible result. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to KEVIN M. JOHNSON whose telephone number is 
(571)270-3584. The examiner can normally be reached on Monday-Friday 7:30 AM to 
5:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jerry Lorengo can be reached on 571-272-1233. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/J.A. LORENGO/ /Kevin M Johnson/ 

Supervisory Patent Examiner, Art Unit 1793 Examiner, Art Unit 1793 



